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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 12/30/08 have been fully considered but they are not 
persuasive. 

Page 11, paragraph beginning with "It is unclear": 

The applicant argues that there is no remote interface disclosed by Kaars to be 
replaced with a 2-way remote system as taught by Croy. The examiner respectively 
disagrees with the applicant. Kaars discloses a system with a plurality of output devices 
(figure 1 , parts 1 20, 1 32, 1 34, 1 42, and 1 50). These devices can require many different 
compression schemes (paragraph 20) and the system contains a user interface to allow 
the user to input the identification of the device for the video to be outputted to 
(paragraph 22). As understood by the examiner, the Ul is sent down to the device from 
the transcoder through output 104. The disclosure also states that there is a cursor is 
displayed on the television (or other output device) so there must inherently be an input 
device for the user to control the cursor on the user interface. In the previous office 
action, the examiner admitted that this was executed by a separate remote control 
device to communicate with the transcoder 100. Croy teaches a plurality of remote 
control devices that include both 1-way and 2-way. Therefore it is the opinion of the 
examiner that it would have been obvious for one of ordinary skill in the art to swap out 
the 1-way remote controller as disclosed by Kaars with the 2-way remote controller 
taught by Croy (column 4, lines 10-37). 
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The applicant continues to argue that even if Croy could be combined with Kaars 
that it would not meet the claim limitation as the Croy is silent as to transcoding data 
from device 100 to device 200 as seen in figures 1 and 2. The examiner feels that this 
is a literal interpretation of the references and that using a broader read that one would 
be able to see that you could swap the remote controllers as stated above without 
changing the functionality of the transcoding of Kaars. Therefore the combination is 
seen as valid and meeting the claim limitation. 

Page 12, paragraph beginning with "In addition": 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation 
would have been to enable all of the diverse devices disclosed by Kaars to be able to 
control the transcoding unit regardless of the network they are connected to. 

Page 13, paragraph beginning with "As my be seen": 

Once again, the applicant seems to be arguing that device 200 taught by Croy 
could not be combined with the transcoding system disclosed by Kaars as it would 
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create a standard device that teaches away from the diverse devices disclosed by 
Kaars. The device itself is not being combined, just the communication method taught 
by Cray and therefore the combination is valid. 

Page 13, last paragraph: 

The applicant argues that Kaars does not meet the limitations of claim 30. Two 
paragraphs later the applicant admits that Kaars teaches automatic transcoding of data, 
and there is no disclosure that the user in Kaars controls the device to download a new 
codec and therefore is considered to be automatically downloaded when needed. 

Page 14, last paragraph: 

The applicant argues that as a user inputs what kind of device is being used that 
this does not meet the limitation of "automatically retrieving the transcode subunit." The 
examiner is interpreting the limitation of automatic as not needing a user to search out 
and download a new codec. The examiner suggests adding a limitation to better clarify 
the term "automatic." 

Page 16, last paragraph: 

The applicant argues that the combination does not meet the 2 prong limitation 
found in claim 8 of determining the first data format is not compatible with the second 
data format and determining no transcode subunit corresponding to both the first data 
and the target data format is available. The examiner would argue that Kaars always 
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determines whether the first data format is compatible with the second device. Plourde 
is used to teach that there might be a situation arise wherein there is no codec can be 
found as the data rate is too high to be decoded by the device using the available 
codecs then the data is discarded. The examiner stands by the rejection of claim 8 as 
being proper. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 13, 20, 28, and 29-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaars in view of Croy. 

Referring to claim 1 , Kaars discloses a client for use in a television system, 
wherein the client is located in a television viewer home (figure 1) and comprises: 

a receiver configured to receive a programming signal (figure 1); 

an interface configured to communicate with a secondary device external to the 
client (figure 1, parts 104 and 150; paragraphs 22 and 28); and 

a transcode subsystem coupled to the receiver and the interface (paragraph 21), 
wherein the transcode subsystem is configured to: 

determine a target data format corresponding to the secondary device 
(paragraph 28); 
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convey a request to an external entity for a transcode subunit corresponding to 
said target data format, in response to determining the transcode subsystem is not 
configured to support said target data format (paragraphs 28 and 35); 

retrieve the transcode subunit from an external entity, responsive to the request 
(paragraph 35); 

receive data targeted to the secondary device, wherein the received data 
comprises a first data format (figure 2A; part 200); 

determine whether the first data format is compatible with the secondary device 
(paragraph 28); 

identify the transcode subunit as corresponding to both the first data format and 
the target data format, in response to determining the first data format is not compatible 
with the secondary device (paragraph 28); and 

initiate transcoding of the received data from the first data format to the target 
data format using the transcode subunit (figure 2B; parts 214 and 216). 

Kaars does not disclose a system to detect a communication from the secondary 

device. 

In an analogous art, Croy teaches a system to detect a communication from the 
secondary device (column 4, lines 10-37). 

At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to add the two-way remote control device taught by Croy to replace the one-way 
remote control system disclosed by Kaars. The motivation would have been to enable 
all of the diverse devices disclosed by Kaars (figure 1, parts 120, 132, 134, 142, and 
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150) to be able to control the transcoding unit regardless of the network they are 
connected to. 

Claims 13 and 20 are rejected on the same grounds as claim 1 . 

Referring to claim 2, Kaars discloses a client of claim 1 , wherein the transcode 
subsystem includes a config table configured to associate the secondary device with the 
target data format (figure 2A, parts 208). 

Referring to claim 3, Kaars discloses a client of claim 1 , wherein the transcode 
subsystem comprises a control unit configured to access the config table to determine 
the target data format, and wherein the transcode subsystem is further configured to 
register the secondary device in response to determining the transcode subsystem is 
configured to support said target data format (paragraph 28). 

Referring to claim 4, Kaars discloses a client of claim 1 , wherein the transcode 
subsystem comprises a transcode subunit configured to perform the transcoding 
(paragraph 28; Note: as the transcoding is performed by software stored in memory, the 
examiner is interpreting each piece of transcoding software as a transcode subunit). 

Referring to claim 5, Kaars discloses a client of claim 4, wherein the transcode 
subsystem further comprises a second transcode subunit configured to transcode data 
to a second data format (paragraph 28). 
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Referring to claim 28, Kaars discloses a client as recited in claim 1 , wherein the 
transcode subsystem is configured to store a plurality of transcode subunits, each of 
which transcodes data from one format to a different format (paragraph 28). 

Referring to claim 29, Kaars discloses a client as recited in claim 1 , wherein said 
secondary device is selected from the group consisting of: a television, personal digital 
assistant, video monitor, video camera, electronic tablet, audio speakers, audio 
receiver, cell phone, game console, web based server, and a remote control (paragraph 
25). 

Referring to claim 30, Kaars discloses a client as recited in claim 1 , wherein the 
transcode subsystem is further configured to automatically retrieve the transcode 
subunit from an external entity without receiving a user request for the transcode unit 
(paragraphs 23 and 28). 

Claims 31 and 32 are rejected on the same grounds as claim 30. 

Claims 6, 7, 14, 15, 16, 21, 22, 23, and 25 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kaars and Croy as applied to the claims above, and further 
in view of Krapf. 
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Referring to claim 6, Kaars and Cray do not disclose a client of claim 2, wherein 
the transcode subsystem is configured to: detect an additional secondary device; and 
register the additional secondary device. 

In an analogous art, Krapf teaches a client of claim 2, wherein the transcode 
subsystem is configured to: detect an additional secondary device; and register the 
additional secondary device. 

At the time of the invention it would have been obvious for one of ordinary skill in 
the art to register the device as taught by Krapf in the system disclosed by Kaars and 
Croy. The motivation would have been to enable the STB to determine what content is 
stored on the device (Krapf: column 6, lines 61-67). 

Claims 15 and 22 are rejected on the same grounds as claim 6. 

Referring to claim 7, Kaars discloses a client of claim 6, wherein registering the 
additional secondary device comprises storing an entry corresponding to the secondary 
device in the config table, wherein the entry indicates the corresponding target data 
format (paragraphs 28 and 35). 

Claims 16 and 23 are rejected on the same grounds as claim 7. 

Claims 14, 21 , and 25 are rejected on the same grounds as claims 6 and 7. 

Claims 8, 17, 22, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaars and Croy as applied to the claims above, and further in view of 
Plourde. 
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Referring to claim 8, Kaars and Cray do not disclose a client as recited in claim 1, 
wherein the transcode subsystem is configured to: 

discard the second received data in response to determining the first data format 
is not compatible with the secondary device, and determining no transcode subunit 
corresponding to both the first data format and the target data format is available. 

In an analogous art, Plourde teaches a client as recited in claim 1 , wherein the 
transcode subsystem is configured to: 

discard the second received data in response to determining the first data format 
is not compatible with the secondary device, and determining no transcode subunit 
corresponding to both the first data format and the target data format is available (page 
14, paragraph 107, lines 22-24). 

At the time of the invention it would have been obvious for one of ordinary skill in 
the art to add the method of determining that no transcode subunit is available, as 
taught by Plourde, to the system disclosed by Kaars and Cray. The motivation would 
have been to stop large bit-rate files from being downloaded and using up the storage 
space (Plourde: page 14, paragraph 107, lines 24-27). 

Claims 17, 24, and 26 are rejected on the same grounds as claim 8. 

Claims 9, 10, 18, 19, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaars and Cray as applied to the claims above, and further in view of 
Chatani. 



Application/Control Number: 10/044,348 Page 1 1 

Art Unit: 2424 

Referring to claim 9, Kaars and Cray do not disclose a client of claim 1 , wherein 
the transcode subunit is further configured to display an indication to a viewer as to 
where the transcode subunit may be obtained, in response to determining said 
transcode subunit is not automatically retrievable. 

In an analogous art, Chatani teaches a client of claim 1 , wherein the transcode 
subunit is further configured to display an indication to a viewer as to where the 
transcode subunit may be obtained, in response to determining said transcode subunit 
is not automatically retrievable (page 7, column 2, lines 14-17). 

At the time of the invention it would have been obvious for one of ordinary skill in 
the art to add the website software purchasing taught by Chatani to the system 
disclosed by Kaars and Croy. The motivation would have been to make it simple for 
users to upgrade their STB with software developed by users (Kaars: paragraph 35). 

Claim 18 is rejected on the same grounds as claim 9. 

Referring to claim 10, Kaars and Croy do not disclose a client of claim 9, wherein 
said indication comprises a message selected from the group consisting of: a location 
where the requested subunit may be purchased; and a link to a website where the 
requested subunit may be obtained. 

In an analogous art, Chatani teaches a client of claim 9, wherein said indication 
comprises a message selected from the group consisting of: a location where the 
requested subunit may be purchased; and a link to a website where the requested 
subunit may be obtained (page 7, column 2, lines 14-17). 
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At the time of the invention it would have been obvious for one of ordinary skill in 
the art to add the website software purchasing taught by Chatani to the system 
disclosed by Kaars and Croy. The motivation would have been to make it simple for 
users to upgrade their STB with software developed by users (Kaars: paragraph 35). 

Claim 19 is rejected on the same grounds as claim 10. 

Claim 27 is rejected on the same grounds as claims 9 and 10. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaars 
and Croy as applied to claim 1 above, and further in view of Moroney. 

Referring to claim 12, Kaars and Croy do not disclose a client of claim 1 , wherein 
the client is further configured to: receive a first request from the secondary device for 
remote data; and generate a second request corresponding to said first request, 
wherein said second request does not include an indication of a data format required by 
said secondary device. 

In an analogous art, Moroney teaches a client of claim 1 , wherein the client is 
further configured to: receive a first request from the secondary device for remote data; 
and generate a second request corresponding to said first request, wherein said second 
request does not include an indication of a data format required by said secondary 
device (column 8, lines 19-22). 

At the time of the invention it would have been obvious for one of ordinary skill in 
the art to add the user inputted transcoding settings taught by Moroney to the system 
disclosed by Kaars and Croy. The motivation would have been to allow the user to 
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store a lower resolution copy when available storage space was running low, therefore 
preserving the remaining space. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin E. Shepard whose telephone number is (571) 
272-5967. The examiner can normally be reached on 7:30-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on (571 ) 272-7331 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Chris Kelley/ 

Supervisory Patent Examiner, Art 
Unit 2424 
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